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FORSYTHIZE AND RADIX SCUTELIARIAE. USES AND 
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Applicants: SHEN, et al. 

Client: National Engineering Research Center for Traditional Chinese Medicine 

File No.: 735-US 

Date: October 8, 2003 

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT for SHEN, et al. for 
COMPOSITION COMPRISING EXTRACTS OF FLOS LONICERAE, FRUCTUS 
FORSYTHIZE AND RADIX SCUTELTAR1AE, USES AND PREPARATION THEREOF, U.S. 
Serial No. 10/032,514, Filed October 24, 2001, claiming priority of Chinese Patent Application 
No. 00125764.1 , filed on October 25, 2000. 

THE INFORMATION CONTAINED IN THIS FACSIMILE TRANSMISSION IS INTENDED SOlAJLY FOR THE PERSONAL AND 
CONFIDENTIAL USS OH THE DESIGNATED RECIPIENT^) NAMED ABOVE. THIS TRANSMISSION MAY CONTAtN 
INFORMATION THAT l$ CONFIDENTIAL UNDER THE CLIENT AND ATTORNEY RELATIONSHIP IK THE READER OF THIS 
MESSAGE IS NOT A DESIGNATED RECIPIENT OR AN AGENT RESPONSIBLE FOR DELIVERING IT TO A DESIGNATED 
RECIPIENT. YOU ARE HEREBY NOTIFIED THAT YOU HAVB RECEIVED THIS DOCUMENT IN fcRROR, AND THAT ANY 
REVIEW. DISTRIBUTION, OR COPYING OF THIS MESSAGE IS STRICTLY PROHIBITED. IF YOU HAVB RECEIVED THIS 
COMMUNICA TION IN ERROR. OR IF UPON READING THIS DOCUMENT YOU HAVE REASON TO BELIEVE THAT THE 
DOCUMENT WAS INADVERTENTLY SENT TO YOU, PLEASE NOTIFY US IMMEDIATELY 3Y COLLECT TELEPHONE CAU 
AND RETURN THE ORIGINAL MESSAGE TO US BY MAIL. THANK YOU. 
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IK THE UNITED SXATBS PATENT AND TRADEMARK OFFICE 

Applicants : shbn, et al . 

U.S. Serial No.: 10/033,514 Examiner: Michele Flood 

Piled : October 24, 2001 Art Unit: 1654 

For : COMPOSITION COMPRISING EXTRACTS OF FLOS 

LONICERAE, FRUCTUS FORSYTH I AE AND RADIX 
SCUTELLARIAE , USES AND PREPARATION THEREOF 

Law Offices of Albert Wai-Kit Chan, LLC 
World Plaza, Suite 604 



141-07 20 th Avenue 
Whites tone, New York 11357 

October 8, 2003 



RECEIVED 
CENTRAL FAX CENTER 

OCT 0 9 2003 



m mm 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir/Madam: 

FACSIMILE CERTIFICATE 
IN CONNECTION WITH THE ABOVE - IDENTIFIED APPLICATION 

I hereby certify that this paper is being sent on the date indicated 
above and is addressed to Commissioner for Patents, P.O. Box 1460, 
Alexandria, VA 22313-1450. 



Printed Name 4 



; s Sheau Yi £ou 



Respectfully submitted, 

Albert Wai-Kit Chan 
Registration No. 36,479 
Attorney for Applicant (s) 
Law Offices of 
Albert Wai-Kit Chan, LLC 
World Plasa, Suite 604 
141-07 20 bh Avenue 
Whitestone., New York 11357 
Telj (718) 357-8836 
Fax: (718) 357-8615 
e-mail i kitchanlaw@aol . com 
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Applicants 
U.S, Serial No, 
Filed 

For 



SHEW, et al- 
10/032,514 
October 24, 20 01 



Examiner: Michele Flood 
Art Unit: 1654 



COMPOSITION COMPRISING EXTRACTS OF FLOS 
LONICERAE, FRUCTUS FORSYTH I AE AND RADIX 
SCUTELIiARIAE, USES AND PREPARATION THEREOF 

Law Offices of Albert Wai-Kit Chan, LLC 
World Plaza, Suite 604 
141-07 20 th Avenue 
Wiitestone, New York 11357 

October 8, 2003 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir/Madam: 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 

In accordance with their duty of disclosure under 37 C.F.R. 
§1.56, Applicants would like to direct the Examiner's attention 
to the following reference which is listed on Form PTO/SB/0SA 
(Exhibit A) and is attached hereto as Exhibit 1. 



1. The 17 September 2003 PCT Written Opinion issued from 
International Preliminary Examining Authority. 
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Applicants : SHEN, et al. 

tr.s. Serial No*: 10/032,514 
Piled : October 24, 2001 

Page : 2 

If a telephone interview would be of assistance in advancing 
prosecution of the subject application, Applicants' undersigned 
attorney invites the Examiner to telephone him at the number 
provided below. 



No fee is deemed necessary in connection with the filing of 
these Amendments. However, if any additional fee is required, 
authorization is given to charge the amount of any such fee to 
Deposit Account No. 50-1891* 



Respectfully submitted, 

Albert Wai-Kit Chan 

Registration, No. 36,479 

Attorney for Applicant (s) 

Law Offices of 

Albert Wai-Kit Chan, LLC 

World Plafca, Suite 604 

141-07 20 th Avenue 

Whites tone, NY 11357 

Tel: (718) 357-8836 

Fax? (718) 357-8615 

e-mail : kitchanlaw@aol . com 
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Approved far use through 04/30/2003. OMB 0651 -0031 
U.S. Patent and Trademark omce; U$. DIsPartmisNT OF COMMERCE 
Under the fiaoarwork Reduction Act of 1 995. no persons are required to respond to a collection of information unless rt contains a valid 0MB COntml 

Complete if Known 



Substituto for form 1449/PTO 



INFORMATION DISCLOSURE 
STATEMENT BY APPLICANT 

(Uaa aa many sheets aa nec^aaary) 



Application Number 



Filing Date 



First Nan^d Inventor 



Art Unit 



Examiner Name 



10/032,514 



October 24. 2001 



Ping Niang Shen 



1654 



Michel e Flood 

755-US 



. Sheet 



Attorney Docket Number 



U. 5. PATENT DOCUMENTS 


Initiate* 


C»e 
No. 1 


Document Number 


Pubtwsation Date 
MM-DC-YYYY 


Name of Patentee or 
Applicant Of Cited Document 


Pages, Columns. Lines, Where 
Relevant Passage* or Relevant 
Figures Appear 


Number-Kind Code 2 *""*** 






US- 












US- 












US- 












US* 












U5- 












U5- 












us- 












us- 












u£ 












US- 
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US- 
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us- 












us- 












us- 
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FOREIGN PATENT DOCU 


MENTS I 


Examiner 
initials* 


Cite 
No.' 


Foreign Patent Document 


Publication 
Data 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Documoht 


pages, Column*, Lino*, 
Where Relevant Passage* 
Or Relevant Figure* Appoftf 


T* 


COufiliy Cade 1 "Number' Kind CodnV* known) 




1 


PCT7U$OV50424 


09-17-2003 


PCT Written Opinion 











































































f Examiner 




Date 




I Signature 




Considered 





considered, include cepy or Iht* form with noxt communication to applicant, * Applicant's unique citation designation number (optional). 2 See Kinds Codes of 
USPTO Potent Documents at www. uapto.QOV or MPEP 901,04. 3 Enlor Office that issued the document, by the two-letter code (WlPO Standard ST.3) * For 
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial num&er or the potent document. 9 Kind Pf document by 
the appropriate symooja as indicated on the document under WlPO Standard ST. 16 if possible. u Appncanl * to place a check mark here tf English language 
Translation l$ attached. 

This coPection Of information is required by 37 CFR 1.07 and t-09- The information is required to obtain or retain a benefit by the public Which is to rfto (and by tho 
USPTO to process) an application. Confidentiality Is governed by 35 U.S,G. 122 and 3? OFF? 1.14. This collection I* estimated to lake 2 hour* W complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time wilt vary depending upon tho individual case. Any comments 
on the amount aforne you require to complete this form and/or suggestions for reducing this burden, should bo sent to the Chief Information Officer, U.S. Patent 
and Trademark Office, U.S. Department of COmmorCe, Washington. DC 20231. DO NOT SSNp FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND 
TO: CommlMloner for Patents. Washington, DC 20231. 

if you neod os^onoe in completing the form, cult 1-QOQ-PTO-9199 (1-800-766-9199) end select option $. 
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TO: 



P. 



PATENT COOPERATION TREATY 



From the 

INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY 



To: 

ALBERT WAI-KIT CHAN 

HAW OFFICES OF ALBERT WAI-KIT CHAN. LLC 
WORLD PLAZA, SUITE 604 i 
141-07 2QTTH AVENUE 
WHtTESTONE, NEW YORK 11357 


PCT 

WRITTEN OPINION 
(PCT Rule m 


DatcofMailing 1 7 CCD ?f)(\1 


Applicant's or agent's file reference 
1053-A-VCT 


REPLY DUE 

within 1 months/days from 
the above date of mailing 


International application No. International filing dan* (day/mvnih /?*tir) Priority date (day/month/year) 
PCT/US01/50424 24 October 2001 C24.10.200l) 25 October 2000 05.10,2000) 


International Patent Classification (IPC) or both national classification and IPC 
IPCm; A6IK 35/78 and US CL: 424/725, 741 , 773, 777, 778 


Applicant 

NATIONAL ENGINEERING RESEARCH CENTER FOR TRADTIONAL CHINESE MEDICINE 



1. This written opinion is the first ( first, etc,} drawn fay this International Preliminary Examining Authority. 

2. This opinion contains indications relating to the following items: 

Basis of tne Opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 



I 




11 


□ 


in 


is 


IV 


□ 


V 




VI 


□ 


vn 


□ 


vin 


□ 



applicability; 



Reasoned statement under Rule 66.2 <a)(ii> with regard to novelty, inventive step or ii 
citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the internal tonal appl ication 

The applicant is hereby invited to reply to this opinion. 

When? Sm tbe rime limit indicated above. Th e applicant may, befor e the e xpiration of that time limit, reque s t 

this Authority to gront an en t en c i o n t S Mrukv66.2i,d>. 

How? By submitting a written reply, accompanied, where appropriate, by amendments, according to Rule 66.3. 

For the form and the language of the amendments, see Rules 66.8 and 66.9. 
Also For an additional opportunity to submit amendments, see Rule 66.4. 

for the examiner's obligation to consider amendments and/or arguments, sec Rule 66.4 bis. 

For an informal communication with the examiner, sec Rule 66.6 
If no reply is filed, the international preliminary examination report will be established On the basis of this opinion. 
The final date by which the international preliminary 

examination report must be qaabl ished according to Rule 6$ ,2 jst^ February 2003.(25,02.2003) , 




Name and mailing address of the IPEA/US 

CnmmlAJumcr n f PatijrtLs m4 Tntfenurkx 
Dux PCT 

Washburn. D.C. 20231 
Facsimile No. (703)305-3230 



Telephone No. 703-308-0196 



Form PCT/IPEA/408 (cover sheeiXJuly 199$) 
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WRITTEN OPINION 



International application No. 
PCf/USOt/50424 



I. Basis of the opinion 



1. With regard to the elements of the international application;* 

PI the international application as originally filed 

[X] the description; 

pages 1^93 T as originally filed 

page* NONE , filed with the demand 

pages NONE , filed with the letter of 



1^1 the claims; 
pages 94-104 



£ originally filed 



pages NONE as amended (together with any statement) under Article 19 

pages NONE , filed with the demand 

pages NONE , filed with the letter of 



the drawings: 
pages 1-7 



pages NONE 



pages NONE 



j, as originally filed 

f filed with the demand 

, filed with the letter of 



I 1 the sequence listing part of the description: 
pages NONE t as originally filed 



pagw NONE 



pages NONE 



_» filed with the demand 
_» Filed with the letter of 



2, With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language which is: 

I the language of a translation furnished for the purposes of international search (under Rule23. 1(b)) . 
I the language of publication of the international application (under Rule 4e\3(b)). 

I the language of the translation furnished for the purposes of international preliminary examination(under Rules 
55,2 and/or 55,3). 

3, With regard to any nucleotide and/or amino acid sequence disclosed in the international application, die written 
opinion was drawn on the basis of the sequence listing: 



contained in the international application in printed form, 
filed together with the international application in computer readable form, 
furnished subsequently to this Authority in written form- 
furnished subsequently to this Authority in computer readable form. 

The statement that the subsequently famished written sequence listing docs not go beyond the disclosure in the 
international application as filed has been furnished. 
I I The statement that the information recorded in computer readable form is identical to the written sequence listing 
has been furnished, 

4. Q The amendments have resulted in the cancellaiion of: 
the description, pages NONE 



the claims, Nos. NONE 



| the drawings, $heet$/Sg NONE 



5. This opinion has been drawn as if (some of) the amendments had not been made, since they have been considered u> go 
beyond ihe disclosure as filed, as indicated in the Supplemental Box (Rule 70.2(c)). 

* Replacement sheets which have been furnished to the receiving Office in response to an invitation under Article i4 are referred to in 
this opinion as "originally filed. " 



Form PCT/1PBA/40S (Box 1) (July 1998) 
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International application No. 
l'CT/USOl/50424 



ni. Non^tablishment of opinion with regard to novelty, inventive step and industrial applicability 



I. The question whether the claimed invention appears to be novel, to involve an inventive step (to be non-obvious), or 
to be industrially applicable have noi been examined in respect of: 

f I the entire international application, 
claims Nos. 4-8 and 15-24 



because; 

I 1 the said international application, or the said claim Nos. 

not require international preliminary examination (specify): 



relate to the following subject matter which does 



□ 

the description, claims or drawings (indicate particular elements below) or said claims Nos. 
that no meaningful opinion could be formed (specify): 



. are so unclear 



the claims, or said claims Nos. are so inadequately supported by the description that no meaningful 

opinion could be formed. 

no international search report has been established for said claims Nos. 4-8 and 15-24. 



2. A written opinion cannot be drawn due to the failure of the nucleotide and/or amino acid sequence listing to comply 
with the standard provided for in Annex C of the Administrative Instructions: 

I j the written form has not been furnished or does not comply with the standard. 

|_j the computer readable form has not been furnished or does not comply with the standard. 
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International application No. 





WRITTEN OPINION 


PCT/US01/5O424 





V. Reasoned statement under Rule 6o\2(a)(ii) with regard to novelty* Inventive step or industrial applicability; 
citations and explanations supporting such statement 



1. STATEMENT 



Novelty (N) Claims 9-14,25 ,26 and 19 YES 

Claims 1-3,23,27,28 and 30-32 NO 

Inventive Step (IS) Claims 12 and 13 YES 

Claims 1-3.9-1 U4 and 25-32 N O 

Industrial Applicability (IA) Claims 1-3,9-14 and 25-32 Y ES 

Claims NONE ..... NO 



2. CITATIONS AND EXPLANATIONS 

Claims 1-3, 25. 27. 28. and 30-32 lack novelty under PCT Article 33<2) as being anticipated by Xu. 

Xu teaches antibacterial, antiviral pharmaceutical compositions comprising Flos Lonicerae, Frucious Foisythiac, and Radix 
Scutellariae within the claimed amounts/ratios (see entire document). 



Claims 1 . 2. and 30-32 lack novelty under PCT Article 33(2) as being anticipated by Li. 

Li teaches an antibacterial, antiviral pharmaceutical composition comprising Flos Lonicerae, Fructous Forsythiac, and Radix 
Scutellariae (see abstract). 



Claims 1-3, 9-ll F 14, and 25-32 lack inventive step under PCT Article 33(3) as being obvious over Xu and Li in view of Moyler. 

Xu and Li teach antibacterial, antiviral pharmaceutical compositions comprising Flos Uwicerae, Fruoous Forsythiac, and Radix 
Scutellariae, Xu further teaches these herbal agents within the claimed amounts/ratios (as discussed above). 

Moyler beneficially teaches that supercritical C02 fluid extraction, including in conjunction with an alcoholic entrainer, is an 
effective and environmentally friendly method of preparing herbal plant extracts from various parts Of plants (for example, fruits, 
roots, buds, etc.) - see entire document. 

It would have been obvious to utilize supercritical C02 fluid extraction to efficiently (and without harming the environment) prepare 
ihe antibacterial, antiviral plant extracts taught by Xu and Li based upon the beneficial teachings provided by Moyler. The rcsult- 
ctTcctive adjustment of conventional working parameters (for example: pressure, temperature, and/or time used during such C02 
supercritical fluid extraction) is deemed merely a matter of judicious selection and routine optimization which is well within the 
purview of the skilled artisan. 

Claims 12 and 13 meet the criteria under PCT Article 33(2)-(3). because the prior art does not teach nor reasonably suggest a method 
for preparing the claimed herbal agents via further including the step Of embedding the supercritical extract with a saturated solution 
of bcta-cyclodcxtrin as claimed. 

Claims 1-3 , 9-14, and 25-32 meet the criteria set cm in PCT Article 33(4), and thus have industrial applicability because the subject 
matter can be made Or used in industry. 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



TIME LIMIT; 

The time limit set for response to a Written Opinion may not be extended. 37 Cf?R 1 .484(d). Any response received after the 
expiration of the time Hmii set in ihe Written Opinion will not be considered in preparing die International PreJiminary Examination 
Report. 



Form PCT/IPEA/408 (Supplemental Box) (July \99$) 
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